

January 23, 2013


October 8, 2012

To: SAE ICCSC and Working Group members

Cc Gary Pollak, SAE

From: Ward Atkinson, Bill Hill

Subject: Patent disclosure related to blend refrigerants
In the way of background, at the Congress meeting, the MRB CRP proposed to revise certain standards related to a new blend refrigerant that is under development by this CRP. 

At the bottom of this memo is a new standard format developed by SAE that should be used for patent disclosure covering any SAE standard that has been published, or that is under development or modification.

Below are the standards that the MRB CRP has requested to be open for revision due to the new refrigerant:
	J 639  Safety Standards for Motor Vehicle Refrigerant Vapor Compression Systems” Dec 2011

	J1658  Alternate Refrigerant Consistency Criteria for Use in Mobile Air Conditioning Systems.  FEB 99

	J2099 Standard of Purity for Recycled R-134a (HFC-134a) and R-1234yf (HFO-1234yf) for use in Mobile Air Conditioning Systems” Rev 2012

	J2843 R-1234yf Recovery/Recycling/Recharging Equipment for Flammable Refrigerants for Mobile Air-Conditioning Systems Published Published Feb2011  revision

	J2844 R-1234yf New Refrigerant Purity and Container Requirements Used in Mobile Air-Conditioning Systems Published Feb 2011  revision

	J2845 Technician Training for Safe Service and Containment of Refrigerants Used in Mobile A/C Systems (R-744, and R-1234yf)     Published Feb 2011  Revision

	J2912 R-1234yf Refrigerant Identification Equipment for Use with Mobile Air Conditioning Systems Published Feb2011  revised


We are asking once again that companies review their intellectual property as it relates to blend refrigerants and these standards and disclose any intellectual property prior to the Phoenix meeting so we can get started on these standards.  This topic will be added to the 30 October meeting agenda.  The only IP disclosure received to date is posted on the Standards Works site.  We know there is other IP related to blend refrigerants and cannot start public discussion in the ICCSC on the standard revisions until we get full disclosure 

We have also attached below the June 5 memo on this subject.

Bill and Ward

June 5, 2012

To: All SAE ICCSC and Working Group members

From: Ward Atkinson, Bill Hill co-chairs

Subject: WIP documents

As you know, a number of new standards are proposed to be put into Work-In-Progress [WIP] as a result of the meeting during SAE Congress. Should you be aware of any requirements in the standard being developed that involves an existing patent or the potential application for a patent by any group or organization, SAE International requires that you notify them in writing.  This request was sent to the full ICCSC in early May.
Following our memo of May 5, 2012, we received only a response from Mexichem with regards to intellectual property related to the new blend refrigerants.  We have been advised by a number of members that there is additional intellectual property published by other refrigerant suppliers, tier one suppliers and service equipment manufacturers related to blend refrigerants.  As a result, we are extending the deadline for the standards in the attached list and requesting that all members review their company situation again and respond to this second request in the next 14 days.  We will delay putting any of these standards into WIP until we get the responses from all.  We will start the WIP process on the other standards that were referenced in our May 5 memo.

As a reminder of the requirements from the SAE Technical Standards Board, Section 1.14 of the TSB Manual, are as follows:

If SAE International receives a notice that a proposed SAE Technical Report may require the use of an invention claimed in a patent, the procedures in this clause shall be followed.

1.14.1.1 Statement from Patent Holder

Prior to approval of such a proposed SAE Technical Report, SAE International shall receive from a party identified as a patent holder or the patent holder (in a form approved by SAE International) either: 
1) assurance in the form of a general disclaimer to the effect that such party does not hold and does not currently intend holding any invention claimed in a patent the use of which would be required for compliance with the proposed SAE Standard or 
2) assurance that:

a) a license will be made available without compensation to the applicants desiring to utilize the license for the purpose of implementing the standard; or

b) a license will be made available to applicants under reasonable terms and conditions that are demonstrably free of any unfair discrimination for the purpose of complying with the standard.

If there are any questions, please let us know.

Bill and Ward

Proposed new/revised standards to put into WIP related to blend refrigerants.

	J 639  Safety Standards for Motor Vehicle Refrigerant Vapor Compression Systems” Dec 2011

	J1658  Alternate Refrigerant Consistency Criteria for Use in Mobile Air Conditioning Systems.  FEB 99

	J2099 Standard of Purity for Recycled R-134a (HFC-134a) and R-1234yf (HFO-1234yf) for use in Mobile Air Conditioning Systems” Rev 2012

	J2843 R-1234yf Recovery/Recycling/Recharging Equipment for Flammable Refrigerants for Mobile Air-Conditioning Systems Published Published Feb2011  revision

	J2844 R-1234yf New Refrigerant Purity and Container Requirements Used in Mobile Air-Conditioning Systems Published Feb 2011  revision

	J2845 Technician Training for Safe Service and Containment of Refrigerants Used in Mobile A/C Systems (R-744, and R-1234yf)     Published Feb 2011  Revision

	J2912 R-1234yf Refrigerant Identification Equipment for Use with Mobile Air Conditioning Systems Published Feb2011  revised


[This letter must be submitted on the patent holder company letterhead]

Mr. Jack Pokrzywa

Manager - Ground Vehicle Standards

SAE International

755 W. Big Beaver

Suite 1600

Troy, MI  48084-4903


Re:
SAE International Technical Report No. [insert standard number(s)]



Title: “[insert title of Document]”

Dear Mr. Pokrzywa:

[Company name] shall make available the following patented and/or patent pending technology, which is or may become essential to Technical Report No. [insert number(s)], to persons or entities desiring to implement the Report(s). [Company Name] shall (select only one):

⧠ provide a royalty-free, non-exclusive license to the patents/patent applications listed below

⧠ provide a non-exclusive license to the patents/patent applications listed below under reasonable rates, with reasonable terms and conditions that are demonstrably free of any unfair discrimination (see SAE Technical Standards Board Governance Policy 1.14 Patents, Copyrights and Trademarks)

United States Patent No.                          ,    entitled,             (Title),                     issued on (Date)

United States Application No.                ,    entitled,            (Title),                      issued on (Date)

EP Patent No.                         
 
         ,    entitled,            (Title),                      issued on (Date)

Each of the preceding enumerated patents and/or patent applications are assigned to [Company name]. 

Kindly direct all correspondence to my attention at:


(NAME)


(ADDRESS)

On behalf of [Company Name], I thank you for your kind assistance in this matter and I look forward to corresponding with you and prospective licensees that may contact [Company name]. Please contact me if you would like to discuss this matter in greater detail.







Very truly yours,







Name







Title

cc: [include names]

Attachments:

US Patent No.

US Application No.

EP Patent No.

